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Notification of Non-Compliant Appeal Brief 
(37 CFR 41.37) 



Application No. 

09/963.715 



Examiner 

Joseph A. Fischetti t 

~ Th9 MAILING DATE of this comm unication appears on the cover sneei with the corresporttfenco oowew- 



AppllcanU*) 
DUTTAETAL. 



Art Unit 
3627 



-me Appeal Brief filed on f 2 October 2005 Is defective for failure to comply with one or more provisions of 37 CFR 41 .37. 

T fl avoid dismissal of the appeal, applicant must ffle anamended brief or other appropriate o™«cttori (seeMPEP 
T?05 ?3) Sn ONE MONTHor THIRTY DAYS from the mailing date of this jNotiflcat,on. whoever is longer. 
EXraSlONS OF 'THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1 .136. 

1 . □ The brief does not contain the items required under 37 CFR 41 .37(c), or the items are not under the proper 
heading or in the proper ordBr. 

2 □ The brief does not contain a statement of the status of all daims .(e.g ; , reject ed. allowed, withdrawn, obiected to, 
" canceled), or does not Identify the appealed claims (37 CFR 41 .37(c)(1 Km)). 

3 □ At least one amendment has been filed subsequent to the fin^j^on a nd the brief does not contain a 
' statement of the status of each such amendment (37 CFR 41 .37(c)(1 

a ra t a \ The brief does not contain a concise explanation of the subject matter defined in each ^J^j"*^^' 
M rfl^iSlSledin the aooeal referring to the specification by page and line number and to the drawing** any. 

* a^SS^^^ brief fails to: (1 ) identify, for ^'^^ under 
aooeal and for each dependent claim argued separately, every means plus function and step : P'^~^^ H n °f r 
appeal ana ror «o ^ « t f ^ ^ stnJCture> material, or acts described in the specification 

as co^spondin^ To £*$m™"^k with reference to the specification by page and line number, and to 
the drawings, if any. by reference characters (37 CFR 41 ,37(c){1 )(v)). 

5. □ The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR 

41.37(c)(1)(vi)) 

6. □ The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR 

41 .37(0(1 )(vii)). 

7 □ The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR 
4l.37(c)(1)(viii)). 

a n The brief does not contain copies of the evidence submitted under 37 CFR 1.1 30. 1.131. oM. 132 or of any 
° otne evide?£ entered by ^examiner and relied upon by appellant in the appeal, along with a 
SrSnt SnTforth where in the record that evidence was entered by the examiner, as an append* 
thereto (37 CFR 4l.37(c)(1)(ix)). 

9. □ The brief does not contain copies of the decisions rendered by a court or the Board in ^P 1 ^ 1 ^ 

identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR 
41.37(c)(1)(x)). 

10. ® Other (including any explanation in support of the above items): 

Mn Pn.i/Ar fornsffflf fe needed. Also must fnly fr f t jlmrectert to independent fiajm °n apt""!- 

Joseph A. Fischetti 
Prinnary Dcaminer 

Art Unit 3627 



U^r^ftrtdTradcfrwkOfiiK „. Attrt *al BUM (37 CFR 41,37> Part C* Paper No. 12192005 
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APPEAL BRIEF 

Appellant timely filed a Notice of Appeal to this Board on August 1 1, 2005 appealing the 
decision of the Examiner in the Final Office Action dated May 11. 2005 for the above captioned 
application. Appellant hereby submits this Appeal Brief pursuant to 37 C.F.R. 41.37. 

(1) Real Party rN Interest 
The real party of interest in this action is International Business Machines Corporation, 
the recorded assignee of the entire right, title and interest in and to the patent application now 
under appeal before this Board. International Business Machines Corporation is a corporation of 
the State of New York, having a place of business at Armonk, New York 10504. 

(2) RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to Appellants, Appellants' legal 
representative, or Assignee that will affect or be directly affected by or have a bearing upon the 
Board's decision in the pending appeal. 

(3) Status of the Claims 

The status of all claims in the application under appeal is as follows: claims 1-14 and 16- 
38 are pending in the application. Claims 1-14 and claims 16-25 stand rejected and are under 
appeal. Claims 15 and 26-38 stand withdrawn from consideration. 

(4) Status of Amendments 

No amendments to the claims were requested subsequent to the Final Office Action dated 
May 1 1 , 2005 from which this appeal is taken. 

(5) Summary of claimed Subject Matter 

Independent claim 1 is a method for a server to obtain parent authorization of minor- 
proposed e-transactions. The method overcomes barriers that prevent expanded e-commerce 

1 
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with minors, including enabling a parent to freely and conveniently review information 
describing an e-transaction proposed by a minor and selectively authorizing or rejecting all or 
part of a minor's proposed electronic transaction. (Specification, p. 4, lines 5-16). "E- 
commerce" means purchasing goods or services by a purchaser using the internet ("e-purchaser") 
and typically involves the submission of an e-purchaser's name, credit card number and credit 
card expiration date in order to complete a transaction using the internet, which is an "e- 
transaction." (Specification, p. I, lines 24-29). 

The claimed invention includes electronically receiving an e-transaction proposal from a 
minor. (Specification, p. 12, lines 16-20). The server may then automatically create and 
electronically transmit a first message to the parent, the message describing the proposed e- 
transaction and soliciting the parent's authorization of the proposed e-transaction. 
(Specification, p. 14, lines 1 2-17). The parent may auttiorize the entire proposed e-transaction or 
may selectively cancel objectionable items to authorize only a portion of the proposed e- 
transaction. (Specification, FIG. 7, states 420, 425 and 465). The message to the authorizing 
party may be made as an e-mail to an address provided by the minor or to an email address 
previously supplied by the authorizing party and stored in a database. (Specification, p. 14, lines 
1 5-20). In response to the first message sent to the parent, the server may electronically receive 
a reply message from the parent authorizing an e-transaction and further providing e-transaction 
instructions. (Specification, FIG. 7, states 465 and 425). After receiving the e-transaction 
authorization and instructions from the parent, the server may automatically execute the e- 
transaction instructions by completing the e-transaction and providing purchase confirmation and 
delivery details to the minor. (Specification, p. 12, lines 25-30). 



2 
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Independent claim 16 is a computer program product including instructions embodied on 
a computer readable medium. The instructions perform the method steps described with respect 
to claim 1, above. 

(6) Grounds of Rejection to be Reviewed on appeal 

a. Claims 1, 2, 4, 5, 13, 16, 17, 19 and 20 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 6,178,407 issued to Lotvin, et al in view of U.S. Patent No. 
5,708,422 issued to Blonder, et al. 

b. Claims 1, 6-9 and 21-24 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,178,407 issued to Lotvin, et al. in view of U.S. Patent No. 5,708,422 
issued to Blonder, et al and further in view of U.S. Patent No. 6,674,368 issued to Hawkins, et 
al. 

c. Claims 1, 10-12, 14, 25 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,178,407 issued to Lotvin, et al. in view of U.S. Patent No. 5,708,422 
issued to Blonder, et al and further in view of U.S. Patent No. 6,742,141 issued to Miller. 

d. Claims 1, 3 and 18 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6,178,407 issued to Lotvin, et al. in view of U.S. Patent No. 5,708,422 issued to 
Blonder, et al and further in view of U.S. Patent No. 6,052,675 issued to Checchio. 

(7) ARGUMENT 

a . Claims 1. 2. A , ^ 13-16* 17- 19 and 20 stand rejected under 35 U.S.C. 103(a) as being 
un patentable over U.S. Patent No- 6.178.407 iss ued to Lotvin. et al. in view of U.S. Patent No. 
5.708.422 issued to Blonder, et al. 

(1) Review of the cited prior art . Lotvin discloses a method and apparatus for 
motivating children to devote more time to educational and cultural enrichment by awarding 
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them with points whenever they complete educational tasks. (Lotvin, Abstract). These points 
can then be redeemed towards the purchase of goods and services offered through the system by 
Us commercial participants. Id. Parents purchase the services of the provider by signing up for 
the service and by providing a credit card number to pay for the services on a monthly basis and 
also to pay for the selections made by the children for gpods and services when they cash in their 
points. (Lotvin, col. 2, lines 24-30). Optionally, the parents may exclude certain categories of 
goods from being made available to the children when the children cash in their points. (Lotvin, 
col. 2, lines 39-42 and col. 7, lines 1-5). For example, the parents may indicate that toys of a 
violent nature are to be precluded. (Lotvin, col. 13, lines 50-51). When the child is ready to cash 
in his earned points, the system provides a menu of purchasing choices consistent with the 
number of points the child has earned, the spending limit set by the parent and the parental 
exclusion preferences. (Lotvin, col. 13, lines 45-52). The child makes his selections and the 
system processes the order. (Lotvin, col. 1 3, lines 55-67). 

Blonder discloses an automated method for alerting a customer that a transaction is being 
initiated and for authorizing the transaction based upon a confirmation/approval by the customer. 
(Blonder, Abstract). Blonder discloses that a computer system database may send out an alert 
message over a two-way pager to a customer concerning a business transaction and that the 
customer can then approve the transaction by sending back an authorization code to the database. 
(Blonder, col. 9, lines 11-31). The system disclosed by Blonder is an automated authorization 
system that provides a database that can both receive the authorization code from the customer 
and compare the code to a stored authorization code to provide automatic authorization of a 
transaction. (Blonder, col. 15, lines 10-27). Blonder discloses the problems that result from an 
inability to quickly and efficiently inform the individual customer that his customer identifier 
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(eg., credit card, calling card, debit card, PIN, password, etc.) is being used in a transaction for a 
particular purpose and the inability of the customer to respond thereto in order to confirm or 
deny its use. (Blonder, col. 2, lines 55). Blonder discloses an automated method to solve this 
problem that includes informing the customer of the pending transaction and authorizing the 
transaction only in response to a customer confirmation. Id. 

(2) Ap plicable law. A claimed invention is unpatentable if the differences between it 
and the prior art "are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art." 35 U.S.C. 103(a) [emphasis 
added]. The ultimate determination of whether an invention is or is not obvious is a legal 
conclusion based on underlying factual inquiries including: (1) the scope and content of the prior 
art; (2) the level of ordinary skill in the prior art; (3) the differences between the claimed 
invention and the prior art; and (4) objective evidence of nonobviousness. Graham v. John 
Deere Co., 383 U.S. 1, 17-18, 148 USPQ 459, 467 (1966). As the Federal Circuit has stated, 
"Focusing on the obviousness of substitutions and differences instead of on the invention as a 
whole ... was a legaUy improper way to simplify the difficult determination of obviousness." 
Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1383 (Fed. Cir. 1986) [emphasis 
added]. 

To establish a prima facie case of obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 985 (CCPA 
1974). All words in a claim must be considered in judging the patentability of that claim against 
the prior art. In re Wilson, 424 F.2d 1382, 1385 (CCPA 1970). 
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An additional requirement for providing a prima facie case of obviousness is that the 
Examiner must provide a basis for combining or modifying the cited references. The mere fact 
that references can be combined or modified does not render the resultant combination obvious 
unless the prior art also suggests the desirability of the combination. In re Mills, 916 F.2d 680 



(Fed. Cir. 1990). 

In the case In re Rouffet, 149 F.3d 1350 (Fed. Cir. 1998), the Court states: 



When a rejection depends on a combination of prior art references, 
there must be some teaching, suggestion, or motivation to combine 
the references. Although the suggestion to combine references 
may flow from the nature of the problem, the suggestion more 
often comes from the teachings of the pertinent references or from 
the ordinary knowledge of those skilled in the art that certain 
references are of special importance in a particular field. 
Therefore, when deteiroining the patentability of a claimed 
invention which combines two known elements, the question is 
whether there is something in the prior art as a whole to suggest 
the desirability, and thus the obviousness, of making the 
combination. 
Id. at 1356 [citations omitted]. 



In the case In re Lee, 277 F.3d 1338 (Fed. Cir. 2002), the Federal Circuit held: 

When patentability turns on the question of obviousness, the search 
for and analysis of the prior art includes evidence relevant to the 
finding of whether there is a teaching, motivation, or suggestion to 
select and combine the references relied on as evidence of 
obviousness. 



Id. at 1343, emphasis added. 

The courts have recognized that most inventions are made up of elements that have 
already been discovered and utilized. It is the specific combination of these elements, however, 
that define the invention being claimed. For example, in the case In re Kotzab, 217 F.3d 1365 



(Fed. Cir. 2000), the Court states: 
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Most, if not all inventions arise from a combination of old 
elements . . . Thus, every element of a claimed invention may often 
be found in the prior art. However, identification in the prior art of 
each individual part claimed is insufficient to defeat patentability 
of the whole claimed invention. Rather, to establish obviousness 
based on a combination of the elements disclosed in the prior art, 
there must be some motivation, suggestion or teaching of the 
desirability of making the specific combination that was made by 
the applicant. 

Id. at 1395. 

( 3 ) The cited prior art fails to tea c h ^ suggest all the claim limitations of independent 
claims 1 and 16 . Applicant respectfully asserts that a prima facie case of obviousness has not 
been presented because neither one of the cited references teaches nor suggests that a reply 
message received from the parent includes e-transaction instructions. Applicant claims that the 
reply message must contain both an (1) authorization and (2) instructions. Furthermore, neither 
of the cited prior art references teach or suggest electronically receiving an e-transaction 

proposal from a minor. 

Lotvin does not disclose sending any messages to the parent asking for either (1) 
authorization or (2) instructions concerning a pending e-transaction and therefore, there is no 
suggestion or teaching that the parent sends a return message. There are no messages being sent 
back by the parent before an e-transaction (not an e-transaction proposal) by the minor is 
executed including messages that (1) authorize the transaction and (2) provide further e- 
transaction instructions. 

It is important to note that there is no e-iransaction proposal sent by the minor in Lotvin 
because Lotvin discloses that the method displays a menu of pre-selected and approved 
purchases that the minor may select from. Therefore, the minor selects the choices and the result 
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is not a "proposal" that must be approved, but is instead, the order of the minor for pre-selected 
and approved goods. 

Furthermore, Lotvin discloses that both the authorization and any constraints to what the 
minor may purchase are already obtained before the minor makes any choices as to what to buy 
with the "points" he has earned. Only pre-arranged choices are provided for the minor to choose 
from. Lotvin discloses that the parent provides all required information when the parent signs 
the child up for the educational services. The parent provides a credit card number when the 
parent signs the child up for the educational services and provides a set amount that the child is 
allowed to spend on the prizes when the child cashes in his points. Lotvin further discloses that 
the parent may exclude certain toys or goods from the mix that is offered to the minor when the 
minor is ready to "spend" his points. 

Blonder discloses sending a message to the parent asking for (1) authorization and 
receiving an authorization message back from the parent, in the form of a code, but does not 
teach or suggest that the parent send additional instructions back with the parent's authorization. 
Lotvin clearly points out that what is disclosed therein is an automatic authorization method; 
indeed, its title is Transaction Authorization and Alert System. (Blonder, Title) Blonder does 
not suggest or teach that this system may be expanded to receive e-transaction instructions in the 
authorization message received from the parent. Furthermore, the transaction request is not sent 
electronically by the minor, as claimed by Appellant, but is instead sent by the retailer in 
response to the minor attempting to purchase goods in the retail establishment. 

Because neither of the cited prior art references suggest or teach that a response message 
from a parent include both a transaction authorization and an e-transaction instruction, and 
because neither of the cited prior art references suggest or teach that a server electronically 
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receives (1) an e-transaction proposal (2) froro a minor, & prima facie case of obviousness has 
not been presented. Appellant therefore respectfully requests that the Board find independent 
claims 1 and 16 presented on appeal to be patentable as well as, therefore, all other claims 

presented on appeal that depend therefrom. 

(4) The cited prior art fails to teach or suggest n » the claim limitations of claims 2 and 
17. Applicant respectfully asserts that a prima facie case of obviousness has not been presented 
because neither one of the cited references teaches nor suggests a server creating and sending an 
electronically transmittable third message notifying the minor of the parent's response to the 

proposed e-transaction. 

The Examiner cites Blonder as suggesting or teaching this limitation as Blonder discloses 
that an authorization from the transaction processing center to the retailer, where the minor is 
waiting for the goods to be purchased, may be the third message if the retailer relays the message 
to the child. (Final Office Action, p. 3). However, such is not what Appellant claims. 

Blonder discloses that what is sent back to the retailer is an authorization code that 
identifies the transaction and can thereby be used to verify that the authorization process was 
properly adhered to by the retailer. (Blonder, col. 12. lines 15-25). Typical reasons for denial 
include that the balance on the customer's account has exceeded its credit limit or that the 
customer has not responded to the request for authorization. Id. 

Blonder does not disclose that the parent's response is sent electronically as a third 
message notifying the minor of the parent's response. At best, relaying the message to the child 
by the retailer would be a fourth message from the retailer to the minor and such message would 
not be sent electronically but would be spoken to the child. As Appellant pointed out above, 
neither of the prior art references teach or suggest that a server electronically receives an e- 
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transaction proposal from a minor and here, neither prior art reference teaches or suggests the 
limitations of claims 2 and 17 - that the server creates and sends a third message notifying the 
minor of the parent's response to the proposed e-transaction. The third message cited by the 
Examiner only informs the retailer that Hie credit card issuer has approved the transaction - not 
the minor. 

Blonder does not disclose that the retailer even knows that the parents have or have not 
been contacted. Therefore, at best, Blonder discloses that the retailer can tell the minor that the 
transaction was or was not approved by the credit card company, but the retailer cannot tell the 
minor (1) that the parents were contacted or (2) that the parents did or did not approve the 
transaction. Such information is simply not provided in the authorization code provided to the 
retailer by the credit card issueT. 

Because neither of the cited prior art references suggest or teach that the server creates 
and sends an electronically transmittable third message notifying the minor of the parent's 
response, a prima facie case of obviousness has not been presented. Appellant therefore 
respectfully requests that the Board find claims 2 and 17 presented on appeal to be patentable. 

(5) ffo evidence has been provi d ed for a teaching motivation or suggestion to select 
and combine the cited references . Appellant respectfully asserts that a prima facie case of 
obviousness has not been presented because there has been no evidence provided relevant to the 
finding of whether there is a teaching, motivation or suggestion to select and combine the 
references. The Examiner has stated that it would be obvious to modify the method of Lotvin to 
include the Blonder process because this would provide a more flexible method in that a case by 
case approval can be taken of products purchased as opposed to the more rigid pre-seleetion of 
certain products by Lotvin. (Final Office Action, p. 3). 
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As the Roffet Court has taught, "Although the suggestion to combine references may flow 
from the nature of the problem, the suggestion more often comes from the teachings of the 
pertinent references or from the ordinary knowledge of those skilled in the art that certain 
references are of special importance in a particular field," In re Rouffet, 149 F.3d at 1356. 

Appellant respectfully asserts that there is no motivation to combine the cited references. 
First, addressing the first Rouffet prong, there is no evidence that the nature of the problem to be 
solved provides any evidence of a motivation to combine these references. Each of the 
references attempts to solve a different problem. Blonder addresses the problem of credit card 
fraud and provides a method for automatically obtaining authorization for a credit card 
transaction. Lotvin attempts to solve the problem of how to increase the educational and cultural 
level of children. Neither reference suggests or teaches a solution to the problem of how to allow 
minors to fully but safely participate in e-commerce transactions, which is the problem sought to 

be solved by Applicant 

Addressing the second Rouffet prong, there is no suggestion from the cited prior art that 
the references should be combined. Neither of the prior art references address the subject of 
minors using the internet to buy goods and services. Blonder only discloses minors using ''brick 
and mortar" stores, where their status as a minor is determined only from sight by the retailer and 
the system seeking authorization does not know whether a minor or an adult is seeking to 
purchase goods or services. Lotvin only discloses purchases being made on the website of the 
educational services provider with earned "points" from "appropriate menus presented to the 
child offering goods and services that may be optionally based on the parent's preferences." 
(Lotvin, col. 7, lines 1-3). Therefore, there is no suggestion from the prior art that the reference 
should be combined. 
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The third Rouffet prong provides that the motivation to combine references may come 
from the ordinary knowledge of those skilled in the art that certain references are of special 
importance in a particular field. Certainly there has been no evidence provided showing that the 
cited prior art references are of special importance in a particular field. 

Therefore, because there has been no evidence presented showing the motivation to 
combine the cited references, Appellant respectfully asserts that a prima facie case of 
obviousness has not been presented. Appellant therefore requests that the Board find the claims 
presented on appeal to be patentable. 

b. n«im« 1. 6-9 and 21-24 stand rejected under 35 TT.S.C. 103(a) as being 
. ^tentriite over U.S Patent No. 6.n « , 407 issued to 1 otvia et al in view of U.S. Patent N<>- 
s , 708 422 issued to Blonder, et nl and further in view of U.S. Patent No. 6,674,368 issued to 
Hawkins, et al. 

(1) Review of the cited prior art . Hawkins discloses methods and apparatus for 
tracking the location of assets and persons. (Hawkins, Abstract). Position information is 
provided to a central monitoring station aperiodically. Id. Hawkins discloses the need to 
provide improved methods and apparatus for tracking criminals and goods in transit. (Hawkins, 
columns 1 and 2). Alerts may be sent out by email, pop-ups, facsimile message and pagers 
depending upon the level of alert required. (Hawkins, col. 12, lines 12-31). Contact addresses 
and types of notifications for given alerts may be determined by the authorized user. Id. The 
authorized user is the person receiving the alerts. (Hawkins, col. 23, lines 53-54). A high level 
alert may be triggered by the movement of a criminal offender and a low level alert may be 
assigned for a violation associated with a child leaving a school yard. (Hawkins, col. 16, lines 
57-67). 
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(2 ) The cited prior art fails to tea ^ or suggest all the claim limitations of claims 6-9 
atld 21-24 . Applicant respectfully asserts that a prima facie case of obviousness has not been 
presented because none of the three cited references teaches nor suggests sending an email to a 
parent that describes the e-transaction proposal and solicits the parent to authorize an e- 
transaction that comprises at least a part of the e-transaction proposal. 

The Examiner admits that neither Lotvin nor Blonder teach or suggest the limitiatons of 
claims 6-9 and 21-24 and iherefore, the Examiner cites Hawkins for those limitations. (Final 
Office Action, p. 4). However, Hawkins merely discloses that an email may be sent to a parent 
to alert the parent that a child has left a school yard. The triggering event for sending an email to 
a parent in Hawkins is that a child left a school yard, not a proposed e-transaction. The content 
of the email message could not be more different and the events triggering the email messages 
could not be more different between Hawkins and Appellant's claimed invention. 

Therefore, because the cited prior art references fail to teach or suggest sending an email 
to a parent that describes the e-transaction proposal and solicits the parent to authorize an e- 
transaction that comprises at least a part of the e-transaction proposal, Appellant respectfully 
asserts that a prima facie case of obviousness has not been presented. Therefore, Appellant 
respectfully requests the Board to find that claims 6-9 and 21-24 presented on appeal are 
patentable. 

(3) The cited prior art fails to teach or s u rest all the claim limitations of claim 7 . 
Applicant respectfully asserts that a prima facie case of obviousness has not been presented 
because none of the three cited references teaches nor suggests that the parent's e-mail address is 
provided by the minor along with the proposed e-transaction. 
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The Examiner admits that neither Lotvin nor Blonder teach or suggest the limitiatons of 
claim 7 and therefore, the Examiner cites Hawkins for those limitations. (Final Office Action, p. 
4). However, Hawkins does not teach that the minor provide the e-mail address along with the 
proposed e-transaction. Indeed, Hawkins only discloses that the email address is provided by the 
authorized user. None of the cited prior art references teach or suggest that the email address is 
provided by the minor, a limitation claimed by Appellant. 

Therefore, because the cited prior art references fail to teach or suggest that the parent's 
e-mail address is provided by the minor along with the proposed e-transaction, Appellant 
respectfully asserts that a prima facie case of obviousness has not been presented. Therefore, 
Appellant respectfully requests the Board to find that claim 7 presented on appeal is patentable. 

(4) Mr. evidence has been provided for a tea c hing, motivation or suggestion to select 
and combine th* rited references . Appellant respectfully asserts that a prima facie case of 
obviousness has not been presented because there has been no evidence provided relevant to the 
finding of whether there is a teaching, motivation or suggestion to select and combine the 
references. The Examiner has stated that it would be obvious to modify the Blonder and hence 
Lotvin to use email instead of paging because email is more expeditious. 

Appellant has already provided an analysis of the lack of evidence for combining Lotvin 
and Blonder. Continuing now with Hawkins and first, addressing the first Rouffet prong, there is 
no evidence that the nature of the problem sought to be solved provides any evidence of a 
motivation to combine these references. Hawkins addresses the problem of tracking people and 
shipments of goods and does not address at all the concerns of (1) increasing the educational and 
cultural level of children (Lotvin), (2) decreasing the level of credit card fraud by providing a 
method of automatically obtaining authorization for a credit card transaction (Blonder) or (3) 
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how to allow minors to fully but safely participate in e-commerce transactions, which is the 
problem sought to be solved by Applicant. 

Addressing the second Rouffet prong, there is no suggestion from the cited prior art that 
the references should be combined. None of the prior art references address the subject of 
minors using the internet to buy goods and services. 

The third Rouffet prong provides that the motivation to combine references may come 
from the ordinary knowledge of those skilled in the art that certain references are of special 
importance in a particular field. Certainly there has been no evidence provided showing that the 
cited prior art references are of special importance in a particular field. 

Therefore, because there has been no evidence presented showing the motivation to 
combine the cited references, Appellant respectfully asserts that a prima facie case of 
obviousness has not been presented. Appellant therefore requests that the Board find claims 6-9 
and 2 1 -24 presented on appeal to be patentable. 

(5) Non-analogou* an cannot be used to establish obviousness. Appellant respectfully 
asserts that Hawkins is non-analogous art and therefore may not be combined with other prior art 
to establish obviousness. 35 U.S.C. § 103 requires that obviousness be determined on the basis 
of whether at the time the invention was made, a person of ordinary skill in the art to which the 
subject matter pertains would have found the claimed invention as a whole obvious. In the case 
In re Wood, 599 F.2d 1032 (CCPA 1979), the Court stated: 

The determination that a reference is from a nonanalogous art is 
therefore twofold. First, we decide if the reference is within the 
field of the inventor's endeavor. If it is not, we proceed to 
determine whether the reference is reasonably pertinent to the 
particular problem with which the inventor was involved. 
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Considering the first prong of Wood, Appellant respectfully asserts that Hawkins is not 
even marginally within the field of the inventor's endeavor. Appellant's field of endeavor is the 
furtherance of the use of e-commerce by minors. Hawkins field of endeavor is, as stated therein, 
tracking the geographic position of assets. (Hawkins, col. 1, lines 14-15). 

Considering, then, the second prong of Wood, Appellant respectfully asserts that Hawkins 
is not reasonably pertinent to the particular problem with which the inventor was involved. As 
discussed, supra, Hawkins addresses the problem of tracking people and shipments of goods and 
does not address at all the concerns of how to allow minors to fully but safely participate in e- 
commerce transactions, which is the problem sought to be solved by Applicant. 

Therefore, because Hawkins is nonanalogous art and cannot be used to support an 
obviousness rejection, Appellant respectfully requests that the Board finds that claims 6-9 and 
21-24 presented on appeal are patentable. 

C. rifles 1 . 1 0-1 2. 1 4. 25 stan d re jected under 35 U.S.C. 103fa^ as being unpatentable 
rwer U.S. Patent No. 6.178.407 issued to T-ntvin. et a l in view of U.S. Patent No. 5,708,422 
imeA tn Rlnnder. et a l and further in view of U.S. Patent No. 6,742,141 issued tp Miller. 

(1) Review of the cited prior art . Miller provides a solution to the problem of repeated 
computer system and software failure or instability. (Miller, Abstract). The solution disclosed 
by Miller is a database that contains entries with executable code that can make use of these 
services in order to monitor, disclose and solve specific problems. Id. More specifically, in FIG. 
12C, Miller discloses a user interface of the customer screen where the customer can use a 
checkbox to enable the reporting of minor problems with the software and can use another check 
box to enable the reporting of all problems. (Miller, col. 15, lines 15-21). 
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(2) The cited prior art fails to teach or suggest aP the, r.laim limitations of claims 11-12 
and 25 . Applicant respectfully asserts that a prima facie case of obviousness has not been 
presented because none of the three cited references teaches nor suggests providing a list of each 
item sought by the minor in the e-transaction proposal and allowing the parent to selectively 
reject one or more items on the list, wherein the e-transaction instructions of the reply message 
comprise the selective rejections. 

The Examiner cites Miller for disclosing a clickable option menu that allows a user to 
select options. Miller allows a customer to use a checkbox to enable the reporting of minor 
problems with the software and can use another check box to enable the reporting of all 
problems. However, that is not what Appellant claims. Appellant claims: 

a. providing a list of each item sought by the minor in the e-transaction proposal; 

b. allowing the parent to selectively reject one or more items on the list; and 

c. wherein the e-transaction instructions of the reply message comprise the selective 
rejections. 

No reference has been cited that suggests or claims these three claimed limitations. 
Therefore, because the cited prior art references fail to teach or suggest these three claimed 
limitations, Appellant respectfully asserts that a prima facie case of obviousness has not been 
presented. Therefore, Appellant respectfully requests the Board to find that claims 1 1-12 and 25 
presented on appeal are patentable. 

d. Haims 1. 3 and 18 stand rejected under 3S U.S.C. KWal as being unpatentable 
over U.S. "Patent No. 6,178.407 issued to Lotvin, et al. in view of U.S. Patent No. 5.708,422 
issued to Blonder, et al and farther in vie w of U.S. Patent No. 6.052.675 issued to Checchio. 
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(D Review of the cited prior art. Checchio provides a method and apparatus for pre- 
authorizing transactions for a credit card. (Checchio, Abstract). Linked with a credit card 
number in a database is a Personal Identification Code (PIC). Id. Whenever a consumer wishes 
to use the credit card, the consumer must provide both the credit card number and the PIC or the 
authorization for use of the credit card will not be granted by the credit card company. 
(Checchio, col. 4, lines 40-51). The owner of the credit card may be issued several PIC's, each 
having its own spending limit so that children may be given the credit card but are limited by the 
amount they can charge because of the PIC given to each of the children. (Checchio, col. 6, lines 
41-62). 

(2) The cited prior art fails to leach or sugge s t all the claim limitations of claims 3 and 
18. Applicant respectfully asserts that a prima facie case of obviousness has not been presented 
because none of the three cited references teaches nor suggests that the reply message from the 
parent comprises a credit card number for electronically funding the e-transaction. 

Checchio does not disclose providing an e-transaction instruction in a responding 
message to charge goods or services to a particular credit card that is supplied in the message. 
Checchio merely discloses that a PIC number may be associated with a given credit card so that 
when the credit card is used, the PIC must be used with the credit card for authorization, much 
like the common use of a debit card. The credit card number must be supplied with the PIC. In 
other words, very similar to the common use of a debit card, when a customer presents the debit 
card for use, the customer must enter a Personal Identification Number (PIN) before the 
transaction can be authorized by the debit card issuing bank. This is not what Applicant claims. 
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Therefore, because the cited prior art references fail to teach or suggest that the reply 
message from the parent comprises a credit card number for electronically funding the e- 
transaction. Appellant respectfully asserts that a prima facie case of obviousness has not been 
presented. Therefore, Appellant respectfully requests the Board to find that claims 3 and 18 
presented on appeal are patentable. 

Appellant respectfully asserts that a prima facie case of obviousness has not been 
presented for the claims presented on appeal and therefore respectfully request that this Board 
find that the claims presented on appeal are patentable. 

Respectfully submitted, 




Jeffrey L. Streets 

Attorney for Appellant 

Registration No. 37,453 

13831 Northwest Freeway, Suite 355 

Houston, Texas 77040 

713-939-9444 
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(8) Claims Appendix 

What is claimed is: 

1 . (previously presented) A method for a server to obtain parent authorization of minor- 
proposed e-transactions comprising: 

electronically receiving an e-transaction proposal from the minor; 

automatically creating and electronically transmitting a first message to the 
parent, the message describing the e-transaction proposal and soliciting the parent to 
authorize an e-transaction that comprises at least a part of the e-tran$action proposal; 

electronically receiving a reply message from the parent authorizing the e- 
transaction and providing e-transactiou instructions; and 

automatically executing the e-transaction instructions. 

2. (previously presented) The method of claim 1 , further comprising: 

creating and sending an electronically transmittable third message notifying the 
minor of the parent's response to the proposed e-transaction. 

3. (previously presented) The method of claim 1, wherein the e-transaction instructions 
comprise a credit card number for electronically funding the e-transaction. 

4. (previously presented) The method of claim 1, wherein the step of electronically 
receiving a reply message from the parent authorizing the e-transaction comprises: 

receiving a server-verifiable transaction authorization code. 

5. (previously presented) The method of claim 5, wherein the authorization code is a 
transaction specific code. 

6. (original) The method of claim l t wherein the first message is an e-mail addressed to 
the parent's e-mail address. 
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7. (original The method of claim 1 , wherein the parent's e-raail address is provided by 
the minor along with the proposed e-transaction. 

8. (original) The method of claim 1, wherein the parent's e-mail address is available 
from an accessible database. 

9. (original) The method of claim 8, wherein the parent's e-mail address is provided by 
the parent prior to the server's receipt of the minor's proposed e-transaction. 

10. (previously presented) The method of claim 1, wherein the first message to the 
parent provides options for the parent to approve the e-transaction proposal and to reject 
the e-transaction proposal. 

1 1 . (previously presented) The method of claim 1, further comprising: 

providing in the first message a list of each item sought by the minor in the e- 
transaction proposal; and 

allowing the parent to selectively reject one or more of the items on the list, 
wherein the e-transaction instructions of the reply message comprise the selective 
rejection. 

12. (original) The method of claim 1, wherein the first message comprises clickable 
options for providing the parent's reasons for rejecting items from the proposed e- 
transaction. 

13. (previously presented) The methods of claim 1, wherein the e-transaction proposal 
involves the purchase of goods, and wherein the first e- message comprises information 
related to content of the goods involved in the e-transaction proposal. 

14. (original) The method of claim 1, wherein the first messages provide clickable 
hyperlinks enabling the parent to access reviews by others of the goods sought in the e- 
transaction proposal. 
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15. (withdrawn) A method for a server to provide a parent with control over an e- 
transaction proposed by a minor comprising: 

electronically receiving a proposed e-transaction from a minor, 

receiving an e-mail address of the minor's parent; 

creating an electronically transmittable message addressed to the parent's e-mail 
address; 

electronically providing the parent with a description of the proposed e- 
transaction; 

electronically receiving a reply message from the parent comprising the parent's 
instructions regarding the proposed e-transaction; 

disposing of the proposed e-transaction in accordance with the parent's 

instructions; and 

electronically notifying the minor of the parent's instructions regarding the 
proposed e-transaction proposed by the minor. 

16. (previously presented) A computer program product including instructions embodied 
on a computer readable medium, the instructions comprising: 

instructions for receiving an e-transaction proposal from a minor; 

instructions for automatically creating and electronically transmitting a first 
message to a parent, the message describing the e-transaction proposal and soliciting the 
parent to authorize an e-transaction that comprises at least a part of the proposed e- 
transaction; 

instructions for receiving a reply message from the parent authorizing the e- 
transaction and providing e-transaction instructions; and 

instructions for executing the e-transaction instructions. 

1 7. (original) The computer program product of claim 1 6, further comprising: 

instructions for creating and sending an electronically transmittable third message 
notifying the minor of the parent's response to the proposed e-transaction. 
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18. (previously presented) The computer program product of claim 16, wherein the e- 
transaction instructions comprise a credit card number for electronically funding the e- 
transaction. 

19. (previously presented) The computer program product of claim 16, wherein the 
instructions for receiving a reply message from the parent comprises: 

receiving a server-verifiable transaction authorization code, 

20. (previously presented) The computer program product of claim 19, wherein the 
authorization code is a transaction specific code, 

21. (original) The computer program product of claim 16, wherein the first message is 
an e-mail message addressed to the parent's e-mail address. 

22. (original) The computer program product of claim 21, wherein the parent's e-mail 
address is provided by the minor along with the proposed e-transaction, 

23. (original) The computer program product of claim 21, wherein the parent's e-mail 
address is available from an accessible database. 

24. (original) The computer program product of claim 23, wherein the parent's e-mail 
address is provided by the parent prior to the server's receipt of the minor's proposed e- 
transaction. 

25. (previously presented) The computer program product of claim 21, further 
comprising: 

instructions for providing in the first message a list of each item sought by the 
minor in the e-transaction proposal; and 

instructions for allowing the parent to selectively reject one or more of the items 
of the e-transaction proposal, wherein the e-transaction instructions of the reply message 
comprise the selective rejection. 
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26. (withdrawn) A computer system for obtaining parent authorization of minor- 
proposed e-transactions comprising: 

first receiving means for electronically receiving an e-transaction proposal from 

the minor; 

messaging means for automatically creating and electronically transmitting a first 
message to the parent, wherein the message describes the e-transaction proposal and 
solicits the parent to enter a transaction authorization code to enable consummation of the 
proposed e-transaction; 

second receiving means for electronically receiving a Teply message from the 
parent providing a transaction authorization code and e-transaction instructions; and 

executing instructions for automatically executing the e-transaction instructions. 

27. (withdrawn) The computer system of claim 26, further comprising: 

notification means for creating and sending an electronically transmittable third 
message notifying the minor of the parent's response to the proposed e-transaction. 

28. (withdrawn) The computer system of claim 26, wherein the reply message comprises 
a credit canl number for electronically funding the minor's proposed e-transaction. 

29. (withdrawn) The computer system of claim 26, wherein the reply message comprises 
a server-verifiable transaction authorization code. 

30. (withdrawn) The computer system of claim 26, wherein the reply message comprises 
a transaction specific code. 

31. (withdrawn) The computer system of claim 26, wherein the first message is an e- 
mail message addressed to the parent's e-mail address. 

32. (withdrawn) The computer system of claim 26, further comprising: 
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submission means for allowing the minor to submit the parent's e-mail address 
along with the proposed e-transaction, 

33. (withdrawn) The computer system of claim 26, wherein the parent's e-mail address 
is available from an accessible database. 

34. (withdrawn) The computer system of claim 33, further comprising: 

submission means for allowing the parent to submit the parent's e-mail address 
prior to receiving the minor's proposed e-transaction. 

35. (withdrawn) The computer system of claim 26, further comprising: 

approval means for allowing the parent to approve or reject the proposed e- 
transaction through clickable options provided in the first message, 

36. (withdrawn) The computer system of claim 26, further comprising: 

approval means for allowing the parent to approve or reject individual items of 
the proposed e-transaction through clickable options provided in the first message. 

37. (withdrawn) The computer system of claim 26, wherein the proposed e-transaction 
involves the purchase of goods, and wherein the first e-mail message comprises 
information related to content of the goods involved in the proposed e-transaction. 

38. (withdrawn) The computer system of claim 26, further comprising: 

research means for allowing the parent to research reviews of the good sought in 
the e-transaction proposal through clickable hyperlinks provided in the first message. 
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(9) Evidence Appendix 



None 
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(1 0) Related Proceedings Appendix 



None 
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